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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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9) D The specification is objected to by the Examiner. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 
Election/Restrictions 

1 . Newly revived claims 1 1 -27 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

2. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-10 are drawn to a system for providing closed loop operation of a 
gaming machine, classified in class 463, subclass 12. 

II. Claims 1 1-20 are drawn to method of providing closed loop operation of a 
gaming machine, classified in class 463, subclass 16. 

III. Claims 21-27 are drawn to a control box, classified in class 463, subclass 42. 
Each noted inventions are distinct from each other because of the reason provided below. 
Inventions I and II are related as process and apparatus for its practice. The inventions 

are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the process 
can be used on a standalone machine (i.e., without the controller box). 

Inventions I and III are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the system of Group I need not have the controller box perform the function of 
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interfacing the display unit. The subcombination has separate utility such as the main processor 
for a gaming system. 

Inventions II and III are related as process and apparatus for its practice. The inventions 
are distinct if it can be shown that either: (1) the process as claimed can be practiced by another 
and materially different apparatus or by hand, or (2) the apparatus as claimed can be used to 
practice another and materially different process. (MPEP § 806.05(e)). In this case the process 
can be performed on a standalone system. 

Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, restriction for 
examination purposes as indicated is proper. 

Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art because of their recognized divergent subject matter, 
restriction for examination purposes as indicated is proper. 

3. Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claim 1 1-27 are withdrawn from consideration as being directed to a 
non-elected invention. See 37 CFR 1 .142(b) and MPEP § 82 1 .03. 

4. The requirement is still deemed proper and is therefore 
made FINAL . 

5. This application contains claims drawn to an invention nonelected with traverse. A 
complete reply to the final rejection must include cancellation of nonelected claims or other 
appropriate action (37 CFR 1.144) See MPEP § 821.01. 
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Response to Arguments on Traverse 

The applicant argues that group I and II recites steps that have equivalent in the system 
claim elements, and should be examined unison. The examiner respectfully disagrees with the 
applicant. In this instant case group I discloses a process, which could be used on a standalone 
machine, which includes a control box to perform the stated process, whereas group II teaches an 
apparatus (i.e. control box). 

The applicant argues the group I and III are both directed towards the controller box 
utilized within the system claims. The examiner respectfully disagrees with the applicant. The 
system in-group I does not need the control box to perform the function of interfacing the display 
unit. The subcombination has separate utility such as the main processor for a gaming system. 

The applicant argues that group II recites steps that have equivalents in the system claims 
of group III. The applicant respectfully disagrees with the applicant. Group II discloses an 
apparatus (i.e. control box), wherein group III teaches the functions of the control box. 

Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Joshi (US 
Patent Number 6,843,723) in view of Brosnan et al. (US Patent Number 6,682,432). 
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Claim 1: Joshi teaches a system for providing closed-loop operation for promotional 
events for a video gaming machine (10). The promotional event is associated with 
particular winning criteria - i.e., as determined by the modified payout structure. (Col 2, 
32-39) Joshi describes storing the visual element datasets in a memory device (20) that 
interfaces with the game machine processor. (Col 2, 40-42) This is combination of 
memory device and processor is a controller box that is operable to interface to the video 
gaming machine. There may be a promotional server (152) that is communicatively 
coupled to the controller box and operable to maintain a database of promotional events 
with each promotional event having promotional content (visual motif), winning criteria 
(modified payout structure) and scheduling information (a list of holidays, start and stop 
times). (See Summary of the Invention section.) As noted above, this information is 
loaded into the memory device. Thus the server (152) delivers to the controller box, at 
least a portion of the database of promotional events. The controller box displays 
promotional content on the display of the video gaming machine. Figures 12 & 13 show 
the display of Christmas promotional content. The controller box, which includes the 
CPU (16), monitors the activity of the video gaming machine to determine if the winning 
criteria have been met. The controller box provides information indicating that the 
winning criteria for a particular promotional event have been satisfied - by causing 
payout mechanism (22) to pay out winnings. 

Joshi does not specifically disclose that the promotional server receives from the 
controller box, messages indicating that the winning criteria for a particular promotional 
event have been met. It is well known to send all information regarding winnings to a 
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server for casino accounting purposes. Brosnan teaches reporting winning conditions to 
an accounting server (71). This allows the casino to keep track of the money paid out - a 
matter of vital importance. It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have modified Joshi in view of Brosnan to have the server 
receive messages from the controller box indicating that the winning criteria for a 
particular promotional event have been met in order to allow the casino to keep track of 
money paid out. 

Claim 2: The promotional server includes a software program that enables a user to 

define particular promotional events by defining an award to be associated with the 

promotional event (i.e., designating the modified payout structure); defining a schedule 

for the promotional event; defining the winning criteria for the promotional event; 

receiving instructions to store the defined promotional event; and storing the defined 

promotional event into the database. (See Summary of the Invention.) 

Claim 3: The software program further comprises an interface to upload graphical and 

textual content to be included in the promotional content. (Col 10, 14-18) 

Claim 4: The software program must include an interface to create graphics and textual 

content to be included in the promotional content. The data must be created before it can 

be downloaded. 

Claim 5: The controller box is associated a single video gaming machine that is 
associated to a single user and is operative to display the promotional content in 
accordance with the scheduling information. (Fig 1 8A) 
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Claim 6: The controller box is operative to receiving entertainment content (i.e., game 
motifs) from an entertainment source (152) and to display the entertainment content on 
the display of the video gaming machine. 

Claims 7-10: Joshi teaches implementation on both video poker and video blackjack 
machines. (Col 15, 38) While the choice of which hands to make into winning criteria is 
a matter of design choice - any combination of cards could be considered a "winning 
hand", Joshi teaches that the winning criteria may be the appearance of three symbols 
that are not included on the payout table. (Col 5, 57-60) Thus Joshi teaches winning 
combinations that are not in the payout table and teaches winning combinations that are a 
particular hand. (Figs 4A & B) 



Response to Arguments 
Applicant's arguments filed 10/31/05 have been fully considered but they are not 
persuasive. 

The applicant argues that Joshi does not disclose all of the claimed limitation of claim 1 . 
The examiner respectfully disagrees. The rejection above does teach of all the elements disclose 
within claim 1, since the prior art structure is capable of performing the same function cited in 
the claim, the cited reference meets the claim's limitation. 

Specifically the applicant argues that Joshi does not disclose a control box, which 
displays promotional content on the gaming machine, monitors the activity of the video gaming 
machine to determine if the winning criteria has been met and provide information indicating the 
wining criteria for a particular promotional event has been satisfied. However Joshi clearly 
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discloses a gaming machine capable of achieving all of the claimed elements, including a 
controller box that displays promotional content on the display of the video gaming machine. 
(Figures 12 & 13 show the display of Christmas promotional content.) The promotional event is 
associated with particular winning criteria - i.e., as determined by the modified payout structure. 
(Col 2, 32-39) Combination of Joshi and Brosnan teaches reporting winning conditions to an 
accounting server (71). Since the device disclosed by combination of Joshi and Brosnan 
discloses all of the limitation disclosed within claim 1, the rejection is maintained. 

In response to applicant's argument that combination of Joshi and Brosnan is not a valid 
combination, the test for obviousness is not whether the features of a secondary reference may be 
bodily incorporated into the structure of the primary reference; nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the test is what 
the combined teachings of the references would have suggested to those of ordinary skill in the 
art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). The combination teaches 
reporting winning conditions to an accounting server, wherein the server accumulates and 
awards the winner the winning amount, which also inherently allows the server to makes sure 
that the winning criteria has been satisfied prior to awarding the winning to a player. 

Consequently, for the reasons given above, the rejection is maintained. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sunit Pandya whose telephone number is (571) 272-2823. The 
examiner can normally be reached on M - F: 7:30 am - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert OLSZEWSKI can be reached on (571) 272-6788. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
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system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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